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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 41 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claims contain subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 41 is rejected as the original disclosure fails to provide support for the 
subject matter as now claimed. 

Specifically, support for the exclusionary statement "without requiring the host 
computing device to reboot" in claim 41 which was added into the claim by amendment 
is not found in the original disclosure of the instant application. 

Any negative limitation or exclusionary proviso must have basis in the original 
disclosure. See MPEP 2173.05(i). As such, the limitation(s), supra, must be deleted 
from the claims in response to this action. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 5-7, 9, 12-15, 17, 21-23, 25, 28-29, 33-35, 37, and 40 are rejected 

under 35 U.S.C. 103(a) as being unpatentable over Paul (USP 5,954,808), Nulu et al 

("Nulu", USP 6650347) and Krishan et al (USP 6442529 B1). 

Regarding claims 1,17, and 29, Paul teaches a portable device (configuration 

card 18) which has a body (see Figure 4B forthe body of the configuration card 18), a 

memory (memory 20) containing software for loading into read/write memory of a host 

computing device (audiovideo device 10 in Figure 2) and executing on the host 

computing device (see col. 4, lines 14-40), said software comprising a computer 

program (computer instruction, col. 4, lines 15-18); an interface to facilitate interaction 

with the host computing device (communications Interface 22; see col. 3, lines 58-65); 

and the software adapted to automatically execute on the host computing device in 

association with a computing session (booting up a processor 24; col. 4, lines 46-50) 

and provide an interface frame associated with the portable device on a display of the 

host computing device (col 3, lines 58-65). Paul does not explicitly teach showing an 

interface frame on the host computing device. However, such feature is known in the art 

as taught by Nulu. Nulu teaches an apparatus for maintaining networking hardware, 

Nulu further teaches a GUI having a maintenance menu and a resource tree where the 

resource tree has an architectural arrangement and a networking resource (col 2, lines 

23-27). Nulu further teaches that upon insertion of a card into a hardware box, an 

interface frame is displayed on the host screen (line 55 of col 13 to line 13 of col 14). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to apply Nulu's teaching of displaying an interface frame in Paul's 
system with the motivation being to enable the user to easily modify the configuration of 
the system. 

Paul differs from the claim in that Paul does not teaches that the software is further 
adapted to instruct the host computing device to display predefined content wherein the 
predefined content is associated with a provider of the portable device. However, such 
feature is known in the art as taught by Krishan. Krishan teaches a method and 
apparatus for delivering targeted information and advertising over the Internet (col 1, 
lines 14-20). Krishan further teaches instructing the host computing device to display 
predefined content wherein the predefined content is associated with a provider of the 
portable device (Fig. 3, 7-8) (col 4, lines 38-46; col 6, lines 35-48, col 22, lines 8-25). It 
would have been obvious to one of ordinary skill in the art, having the teaching of Paul 
and Krishan before him at the time the invention was made, to modify the configuration 
system card taught by Paul to include displaying predefined content wherein the 
predefined content is associated with a provider of the portable device taught by 
Krishan with the motivation being to enable Paul's system to display advertisements on 
user's screen. 

Regarding claims 5-6, 21-22, and 33-34, Paul teaches the providing a link to a 
web site (user's view to web pages) on the interface frame (col 5, lines 59-63). 

Regarding claims 7, 23, and 35, Paul teaches the display the web content in the 
interface frame (user's view to web pages) (col 5, lines 59-63). 

Regarding claims 9, 25, and 37, Krishan teaches message window 64 includes 
markup language content defined by web content (col 20, lines 8-13). 



Application/Control Number: 09/803,291 Page 5 

Art Unit: 2173 

Regarding claims 12, 28, and 40, Paul teaches the pushing web content (web 
pages) (col 5, lines 59-63). 

Regarding claims 13-14, Paul teaches the emulating and adapting as a file 
system (col 3, lines 28-35). 

Regarding claim 15, Paul teaches the interfacing a port in the host computing 
device (col 1, lines 40-45). 

5. Claims 11, 27, 39, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paul, Nulu, Krishan, and Hendrick (USP 6792464 B2). 

Regarding claims 1 1, 27, and 39, Paul does not teach providing an 
authentication routine to execute on the host computing device. However, such feature 
is known in the art as taught by Hendrick. Hendrick's system comprises an 
authentication routine which verifies user's login identification and password by 
comparing user's login information with authentication information stored in the memory 
of the data card (col 4, lines 38-52). It would have been obvious to one of ordinary skill 
in the art, having the teaching of Paul and Hendrick before him at the time the invention 
was made, to modify the configuration card taught by Paul to include PIN verification 
taught by Hendrick with the motivation being to prevent the fraudulent use of the 
configuration card. 

Regarding claim 41, Paul does not teach the software adapted to automatically 
execute on the host computing device independent of a boot state of the host 
computing device. However, such feature is known in the art as taught by Hendrick. 
Hendrick teaches a system for automatic connection to a network, the system enables 
software contained in a smart card to automatically execute on the system independent 
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of a boot state of the host computing device (col 6, lines 18-26) ("upon system", "the 
system moves to the trigger detection step..." shows that the host computing device is 
booted). It would have been obvious to one of ordinary skill in the art, having the 
teaching of Paul and Hendrick before him at the time the invention was made, to modify 
Paul's system to include the feature that the software can automatically execute on the 
host computing device independent of a boot state of the host computing device taught 
by Hendrick with the motivation being to enable the software to execute without having 
to reboot the computer. 

6. Claims 2-4, 18-20, and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paul, Nulu, Krishan, and Suga et al ("Suga", USP 5497455). 

Regarding claims 2, 18, and 30, Paul does not teach the displaying icon on the 
interface frame. However, such feature is known in the art as taught by Suga. Suga 
teaches a portable computer which has a task selection menu which comprises the 
displaying an icon, which when selected, the software will execute the corresponding 
function on the host computing device (col 2, lines 26-31). It would have been obvious 
to one of ordinary skill in the art, having the teaching of Paul and Suga before him at the 
time the invention was made, to modify the portable device taught by Paul to include the 
icon display taught by Suga with the motivation being to help user to easily and quickly 
access functions (Suga, icon screen for task selection, col 2, lines 3-5). 

Regarding claims 3-4, 19-20, and 31-32, Suga teaches the display a menu icons 
corresponding to a menu of function icons (Fig. 4). 

7. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paul, 
Nulu, Krishan, and Yee et al ("Yee", USP 5781723). 
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Regarding claim 16, Paul does not teach a wireless interface. However, such 
feature is known in the art as taught by Yee. Yee teaches a system for self-identifying a 
portable information device which comprises the wireless interface (col 4, lines 1-3). It 
would have been obvious to one of ordinary skill in the art, having the teaching of Paul 
and Yee before him at the time the invention was made, to modify the portable device 
taught by Paul to include the wireless interface taught by Yee with the motivation being 
to enhance the portability of the system by enabling wireless communication between 
devices (Yee, wireless communication link, col 4, lines 32-37). 
8. Response to Applicant's arguments filed 07/05/06. 

Applicant's argument "Since booting and rebooting are the exceptions to the 
norm, the absence of a discussion of the boot requirements in Applicant's specification 
indicates that Applicant's invention functions normally and does not require a boot or 
reboot" is not persuasive since negative limitation has to be "positively recited in the 
specification". "The mere absence of a positive recitation is not basis for an exclusion". 
(MPEP 2173.05 (i)). 

In response to applicant's argument that there is no suggestion to combine Paul 
and Krishan references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
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since both Paul and Krishan teachings are in the same field of executing a software 
contained in a portable card into a host device, it would have been obvious to one of 
ordinary skill in the art, having the teaching of Paul and Krishan before him at the time 
the invention was made, to modify the configuration system card taught by Paul to 
include displaying predefined content wherein the predefined content is associated with 
a provider of the portable device taught by Krishan with the motivation being to enable 
Paul's system to display advertisements on user's screen. 

In response to applicant's argument that there is no suggestion to combine Paul, 
Krishan, and Nulu references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
since Paul, Krishan, and Nulu teachings are in the same field of executing a software 
contained in a card into a host device, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to apply Nulu's teaching of displaying 
an interface frame in Paul's system with the motivation being to enable the user to 
easily modify the configuration of the system. 

Applicant argues "the combination does not show an interface frame associated 
with a portable device". The examiner disagrees. Col 13, lines 55 through col 14, line 13 
of Nulu teaches that a maintenance menu will appears as a result of inserting a card 
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resource for a line card into the networking hardware box, the maintenance menu has a 
menu selection option. The maintenance menu can be reasonably interpreted as 
"interface frame" since it is a bordered space that contains information and that enables 
user interaction with the system. 

Applicant argues "the interface frame of the present invention frame has a spot in 
which the content can be displayed; it is similar to a "window" that is distinct from the 
browser, rides on top of the browser, and may lie on top of the normal task bar that is 
present at the top of a browser window (see Figs. 5 and 6), it is noted that these 
limitation is not recited in the claims. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., similar to a "window" that is distinct from the 
browser, rides on top of the browser, and may lie on top of the normal task bar that is 
present at the top of a browser window) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant's argument "The card of Nulu is not a portable device. Since there is no 
portable device, there can be no interface frame associated with a portable device" 
attacks the reference individually since the main reference Paul teaches a portable 
device as seen in the rejection of claim 1 above. Paul does not explicitly teach showing 
an interface frame on the host computing device. Nulu is cited for showing an interface 
frame on the host computing device. In response to applicant's arguments against the 
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references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). 

Applicant's argument regarding the motivation to combine Hendrick with 
references is not persuasive. Since Paul desires to have "an apparatus that prevents" " 
unauthorized access" (Paul, col 2, lines 10-12), it would have been obvious to one of 
ordinary skill in the art, having the teaching of Paul and Hendrick before him at the time 
the invention was made, to modify the configuration card, taught by Paul to include PIN 
verification taught by Hendrick with the motivation being to prevent the fraudulent use of 
the configuration card. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kieu D. Vu. The examiner can normally be reached on 
Mon - Thu from 7:00AM to 3:00PM at 571-272-4057. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca, can be reached at 571-272-4048. 

The fax phone numbers for the organization where this application or proceeding 
is assigned are as follows: 

571-273-8300 

and /or: . 

571-273-4057 (use this FAX #, only after approval by Examiner, for "INFORMAL" 
or "DRAFT" communication. Examiners may request that a formal paper / amendment 
be faxed directly to them on occasions). 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Kieu D. Vu 
Primary Examiner 



